QO
|
2—— Journal of

WL Contemporary Comparative Legal Studies Autumn 2023 Vol: 14 Issue: 32 | 1

Scope of Permission to Amend the Claim in the Patent Application: A
Comparative Study in the United States, Britain and International

Documents

Mohammad Javad Abdullahi'| Maryam Sharifi Renani®’| Reza Arabzadeh®

1 Assistant Professor of Islamic Azad University Khomeinishahr Branch, Isfahan, Iran
2 Ph.D. Candidate in Private Law, University of Isfahan, Iran
3 PhD Candidate in Private Law, Shahid Beheshti University, Tehran, Iran

" Corresponding Author Email: maryamsharifi@yahoo.com

Abstract

Amendment of claim in application before issuance of the patent is considered accepted
in most legal systems of the world. What is being challenged is allowance of the
amendment of the claims in the application after the issuance of the patent. Iran's
legislature has limited the possibility of amendment before the issuance of the patent,
and his silence regarding the possibility of amendment after the issuance of the patents
indicates on impermissibility of them. American and British judicial proceedings insist
on the permission of amendments even after the issuance of the patent.

The European patent Convention (EPC) is an important regional document that allows
such amendments in terms of legal conditions. Despite the enumeration of the
competitive risks of allowing amendments on the one hand and requirements of balance
between rights of inventors and the standards of competition right and antitrust norms
on the other hand.

According to Article 105A of the European Convention on Patents 2000, even after
granting a patent, the holder can modify his patent. Sections 72 and 75 of the UK
Patents Act 1977 also recognize post-issuance of patent amendment under certain
conditions. In addition, the controller may initiate proceedings that may lead to such
amendments. According to the European Patent Convention of 1973, amendments after
the granting of a patent could only occur during the proceedings of the objection; And
otherwise, the amendments after issuance were subject to its prescription in national
law. It should be noted that the amendments during the protest lawsuit will be accepted
only if they are appropriate and necessary, which means that the objection is made to
make the amendments necessary. Article 138 (3) of European patent Convention (2000)
has considered the right to amend the patent during the national patent proceedings for
the holders of the European patent.

Amendments do not necessarily mean expanding the scope of the claim. Rather, it may
clarify or change the claim. Define the invention more clearly to distinguish it from
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prior knowledge and prior art, or provide better tracking for disclosure.

Although the United States Patent Office has prescribed a relatively unlimited amount
of claims amendments, this does not mean that the holder of the patent has the right to
make any changes in the application. The scope of the amendment of the claim is to the
extent that the previous disclosure made by the inventor gives him this permission. In
addition, it is necessary to comply with all the requirements related to the ability to
register claims in the reformation phase.

While the patentee is permitted to claim the same invention in a different manner, he
cannot amend his application to support an innovative concept not disclosed in the
original application. The claim contained in the statement should not be modified in
such a way as to expand the scope of the application that was originally filed. Failure to
comply with these requirements exposes the invention to invalidation. Applicants are
limited to the scope of the invention description included in the application. This
restriction ensures that the patent holder is not allowed to expand the subject matter of
the invention and cannot claim innovation that was created after the priority date..

Prescribing the amendment of claims before registration is a useful mechanism in
balancing the patent system. The benefits of the amendment after the issuance of the
patent certificate are assumed as a precautionary tool in the patent system, which gives
the inventor a new opportunity to prevent competitors from exploiting the results of his
invention.

Retrospective acceptance of post-issuance amendments of claim constantly changes the
boundaries of the inventor's property rights. In support of the competitors who have
made long-term investments based on the certificate before the reforms, such as
building a factory, etc., the American courts have given the retroactive effect of the
reforms and allowed the competitors to continue their activities without the need They
pay royalties.

Due to the non-acceptance of retroactive effect of the amendments, it can be said that
the contracts concluded on the date before the amendments will be implemented in the
same way and, as a rule, the subsequent amendments will not have any effect on those
contracts, unless the parties agree to the contrary in the contract or by virtue of another
contract.

Observing the legal justifications and benefits and economic benefits of prescribing the
amendment of the claim after the issuance of the certificate in the United States of
America and the European Union can be a convincing proof of the need for the Iranian
legislator to pay attention to permission of amendments after the issuance of the patent,
to end its silence and keep pace with the system. The modern legal systems of the world
should harmonize the domestic laws in order to weigh the right of inventors to modify
the claim and respect the acquired rights of third parties, especially competitors.

The Authors are trying to draw the legislator's attention to the benefits of the permission
of the amendments even after issuance of the patent. And they are also trying to mention
the rules governing the limitations of the amendments in the light of discussed
jurisdictions.
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